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Please find below and/or attached an Office communication concerning this application or proceeding. 



Application No. Applicant(s) 

09/918.465 INOKUCHI, YOSHINORI 

Office Action Summary Examiner ArUJr^r~ ^ 

Kuo-Liang Peng 1712 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 13()fa) In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication 

- If the t:eriod for reply specified above is less than thirty (30 j days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period tor reply is specified above, the maximum statutory period wiil apply and vvill expire SIX (6j MONTHS from the mailing date of tfiis communication 

- Failure *o reply within ttie set or extended per od for reply will by statute cause the application to become ABANDONED (35 U S C § 1 33} 

- Ariy ''ej y received bv the Office later than tliree months after the mailing date of this conimunication, even if timely filed, may reduce any 
earned patent tuim adjustment See 3^ CFR 1 704(b) 

Status 

1 )[3 Responsive to comnnunication(s) filed on 8/1/01 priority paper . 
2a)0 This action is FINAL. 2b)[3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) [EI Claim(s) 1-8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 0 Claim(s) 1_:8 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

i 

I 10)0 The drawing(s) filed on is/are: a)n accepted or b)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

; 11 )0 The proposed drawing correction filed on is: a)0 approved b)0 disapproved by the Examiner. 

j If approved, corrected drawings are required in reply to this Office action, 

i 12)0 The oath or declaration is objected to by the Examiner. 
I Priority under 35 U.S.C. §§ 119 and 120 

13)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C, § 119(a)-(d) or (f). 
i a)OAII b)0 Some*c)0 None of: 

, 1 O Certified copies of the priority documents have been received. 

2,0 Certified copies of the priority documents have been received in Application No. . 



3,0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U S C § 1 19(e) (to a provisional application) 

a) O The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C §§ 120 and/or 121 
Attachment(s) 

1) O Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) Paper No(s) 



2) O Notice of Draftsperson s Patent Drawing Review ( PTO-948) 5) O Notice of Informal Patent Application (PTO-1 52) 

3) O InformaTion Disclosure Statement(s) (PTO-1449) Paper No(s)___ 6) O Other. Sec Continuation Sheet 



PTO-326 (Rev 04-01 ) Office Action Summary Part of Paper No. 3 



Application No. 09/918,465 



Continuation of Attachment(s) 6). Other; English translation of 2000-01 7074. 




Continuation Sheet (PTO-326) 
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Application C\Mitrol Number: W 8,465 
An Unit: 1712 
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DETAILED ACTION 



K The follow ing is a quotation of the first paragraph of 35 L'.S.C. 1 12: 

The speeitleation shall contain a written description ot^the iincntion. and o(\hc nianner and [iroccss of making 
and usinu it. m such l\ilL clear, concise, and exact terms as to enable an\ perstm skilled in the art to which u 
pertains, or with which it is most nearl> connected, to make and use the same and shall set forth the best mvidc 
contemplated b> the iiuentor of carr>inu out his nnention. 

2. Claims 1-8 are rejected under 35 U.S.C. 1 12, first paragraph, because the specification, 
while being enabling for preparing globular particles in a certain agitation speed {[0029]), and in 
a certain addition rale ([0031]), does not reasonably prox ide enablement for preparing globular 
particles in \\ hale\ er agitation speed and 'or whatever addition speed. The specification does not 
enable any person skilled in the art to w hich it pertains, or w ith which it is most nearly 
connected, to make and or use the in\ ention commensurate in scope w ith these claims. The 
specification clearly indicates that in the method of preparing globular particles, certain agitation 
speed and certain addition rale should be applied in order to pre\ ent the agglomeration of 
primar\ particles. It is noted that afier agglomeration, the particles are no longer be globular. 

3. (Maims 1-0 and 8 are rejected under 35 U.S.C. 1 12. first paragraph, because the 
specification, while being enabling for preparing globular particles by using the starling material 
in a certain amount ([0030]), does not reasonably provide enablement for preparing globular 
particles in whatex er amount olThe starting material, fhe specification does not enable an\ 
person skilled in the art to w hich it pertains, or w ith which it is most nearl\ connected, lo make 
and or use the in\ ention commensurate in scope w ith these claims. The specification clear]}' 
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indicates that in the method of preparing globular particles, certain amount of the starting 
material should be used in order to pre\ ent the agglomeration of primary particles. It is noted 
that after agglomeration, the particles are no longer be globular. 



35 U.S.C. 1 12, first paragraph, set forth in this Office action. 

Tadashi (JP 20()()-()l 7074) discloses a method for making polyorganosiloxane particles 
by reacting methyltrimethoxysilane in the presence of ammonia w ater, a poly(oxyethylene 
alkylether) as a surfactant. The reaction medium has a pH of 10.6 (Example 2). However, 
Tadashi does not teach or suggest the use of a metal electrolytic compound. 

5. Claims 2-8 w ould be allow able if rew ritten to ox ercome the rejection(s) under 35 
U.S.C. 1 12, first paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any inter\ ening claims. 

The patentability of the instant claims is described in the pre\ ious paragraph. 

6. An\' inquir} concerning this communication or earlier communications from the 
exanuner should be directed to Kuo-Liatig Peng w hose telephone number is (703) 306-5550. 
The examiner can normalK be reached on Monda\-['rida\' Irom 8:30 AM to 5:00 P\l. 

If attempts to reach the examiner b>' telephone are unsuccessful, the examiner's 
super\ isor. Robert Daw son, can be reached on (703) 308-2340. The fax phone number for tlie 
organization where this application or proceeding is assigned is (703) 872-9310. 



4. 



Claim 1 w ould be allowable if rew ritten or amended to ov ercome the rejection(s) under 
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Any inquir\ of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist w hose telephone number is (703) 308-0661 . 

Kuo- Liang Peng ^ >V 

Aumisl ]'), 2002 



